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■ 35 U.S.C. 312 PETITIONS.

■ (a) REQUIREMENTS OF PETITION.—A petition filed under section 311 may 

be considered only if—(1) the petition is accompanied by payment of the fee

■ 37 CFR § 42.103:  Inter partes review fee

■ (a) An inter partes review fee set forth in § 42.15(a) must accompany the 

petition.

■ (b) No filing date will be accorded to the petition until full payment is 

received.

■ 37 CFR § 42.15(a) IPR Petition Fee - $41,500 + excess claims fees (> 20)
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BACKGROUND AND CONTEXT 

IPR PETITION FEES AND OPTIONS FOR PAYMENT
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■ USPTO ACCEPTED PAYMENT METHODS

■ PTO Customer Account – must be funded “in advance of use”

■ Credit Card Payment – $24,999.99 daily limit; “may not be split into two or 

more transactions over one or multiple days.”

■ Debit Card Payment – no limit, BUT if PIN required debit card will be refused

■ Electronic Funds Transfer (EFT) – via ACH Debit or Credit account

■ Check or Money Order – payable to "Director of the USPTO“

■ Wire transfer – Federal Reserve Fedwire system transfer to Treas NYC
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BACKGROUND AND CONTEXT 

IPR PETITION FEES AND OPTIONS FOR PAYMENT

https://www.uspto.gov/learning-and-resources/fees-and-payment/accepted-payment-methods
http://www.uspto.gov/learning-and-resources/fees-and-payment/fees-payments-faqs#type-wire-payments
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■ 35 U.S.C. § 315(b) one-year statutory bar; measured from date “petitioner 

is served with a complaint alleging infringement of the patent”

■ PTAB E2E FAQs

- D1:  “[N]o filing date will be accorded if a statutory requirement is not satisfied. For example, for fee 

deficiencies, the Office will accord the later submission date when all appropriate fees have been 

paid.” 

- E1:  “Can I pay the fees in PTAB E2E using multiple forms of payment?  No, petitioners must pay the 

full amount in Financial Manager using one form of payment. Petitioners with a special need to use 

multiple forms of payment (e.g., deposit account and credit card) to pay the fees for a single IPR, PGR, 

or CBM petition should contact the Board at 571-272-7822.”

- E2:  “Can I pay the fees using multiple credit/debit cards for one transaction? No, only one 

credit/debit card may be used.”

- E6:  If a petitioner fails to include the excess claims fees, “A filing date would not be accorded unless 

the required fees are paid.” 
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WHY DOES TIMELY FEE PAYMENT MATTER? 

https://www.uspto.gov/patents/ptab/ptab-e2e-frequently-asked-questions#heading-10
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■ Hapless Petitioners’ Fee Payment Episodes 

■ Cultec v. StormTech, IPR2017-00526, Paper 14
- IPR petition filed on last day to avoid 315(b) bar 

- $25,600 IPR fee exceeded $24,999.99 credit card limit

- Deposit account payment rejected due to insufficient funds

- Debit card payment failed because card authorization denied

- Fee paid next day was too late:  315(b) bar

■ Luv N’ Care v. McGinley, IPR2017-01216, Paper 13 (Informative)
- Petition filed one day before 315(b) bar date

- Deposit account payment rejected due to insufficient funds

- Petitioner funded deposit account next day

- Petitioner waited 10 days to re-initiate payment on E2E system

- PTAB Order to Show Cause but Petitioner failed to respond 

- 315(b) bar: “full payment must be received, not merely tendered”  

- “The PTO website provides extensive, consistent guidance” regarding fee payment 
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LATE PAYMENTS – LITTLE SYMPATHY

“RULES ARE RULES”
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■ Toshiba America v. Monument Peak Ventures, IPR2021-00330, Paper 20 

(Jan. 14, 2022 Precedential (POP))

■ The Facts 
- December 17, 2019 Toshiba served with patent infringement complaint

- December 16, 2020 Toshiba filed and served IPR petition

- Toshiba chose to pay by Fedwire transfer

- December 16, 2020 Toshiba received a “Completed Payments” receipt FBO USPTO

- December 18, 2020 (Friday) USPTO received IPR fee payment from Treasury NYC

- December 21, 2020 Filing Date Accorded Toshiba’s petition; Motion to Correct Filing Date

■ PTAB Panel Denied Institution (Paper 9):  315(b) bar
- USPTO did not “receive full payment” until December 18, 2020 (§ 42.103(b))

- Beneficiary’s bank (Treasury NYC) is not the beneficiary (USPTO)

- Petitioner’s reliance on “real-time” settlement of Fedwire funds “misplaced” 

- No “good cause” to exercise discretion (37 CFR § 42.5(b), (c)(3)): “[A] petitioner who files a 

petition near the statutory deadline should be well aware of the risks” 

- Dissent: “majority penalizes Petitioner for the government’s delay” in processing payment 

- Petitioner complied with USPTO’s published instructions
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ON WHAT DAY IS A “REAL-TIME” FEDWIRE TRANSFER RECEIVED?
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PTAB WEBSITE INSTRUCTIONS FOR FEDWIRE PAYMENT
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PTAB WEBSITE INSTRUCTIONS FOR FEDWIRE PAYMENT
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■ POP panel concluded: 
- “Fedwire confirmation of payment constitutes sufficient evidence to demonstrate that the 

required fee accompanies a petition under 35 U.S.C. § 312(a) and 37 C.F.R. § 42.103(a), and 

constitutes sufficient evidence to demonstrate that ‘payment is received’ under 37 C.F.R. §

42.103(b).”

■ Reasoning
- The Fedwire confirmation “demonstrates that, on December 16, 2020, Petitioner complied with 

the USPTO’s published instructions.” 

- The Fedwire confirmation “identifies the transfer as a ‘Completed Payment[]’ and indicates the 

wire transfer was ‘Successful’ as of 2:46 pm ET on December 16, 2020.”

- “Petitioner did everything in its power to pay the fee as instructed.”

- UCC Sections 4A-406, -209 “dictate that, by operation of law, Petitioner paid the USPTO when 

Treasury NYC received the full amount of the payment order.” (emphasis in original)

- UCC Section 4A-401 “provides that the ‘Payment date of a payment order . . ., unless otherwise 

determined, is the day the order is received by the beneficiary’s bank.’” (emphasis in original)

■ Surprise Ending
- Institution Denied. Fed. Cir. recently entered Rule 36 judgment - patent claimed ineligible 

subject matter.  POP panel deemed judgment to have a “low probability” of being overturned. 
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POP PANEL GRANTED REHEARING: NO 315(B) BAR
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■ Make sure everyone, particularly paralegals, know the rules – especially the 

PTAB website “rules”

■ Use your firm’s PTO deposit account (Customer number) to pay the fees

■ Before filing, check your firm’s deposit account funding the same day

■ If you use Fedwire, be sure to receive/inspect Confirmation of Payment

■ Do everything humanly possible to file at least 1 day before 315(b) bar date

■ When in doubt, call the PTAB Trials Hotline 571-272-7822 or email 

Trials@uspto.gov.  They are extremely helpful! 
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TAKEAWAYS

mailto:Trials@uspto.gov
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